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1 . Applicant's election without traverse of Group II claims 1 3-20 in the reply filed on 
January 22, 2007 is acknowledged. 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 19, and 20 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 19, and 20 are directed to computer program product. Claims 37-39 are 
drawn to descriptive material NOT claimed as residing on a computer readable medium. 
Data structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are not capable of causing functional 
change in the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 
(claim to a data structure per se held nonstatutory). Such claimed data structures do not 
define any structural and functional interrelationships between the data structure and 
other claimed aspects of the invention which permit the data structure's functionality to 
be realized. 

Computer programs claimed as computer listings per se, i.e., the descriptions or 
expressions of the programs are not physical "things." They are neither computer 
components nor statutory processes, as they are not "acts" being perfomned. Such 
claimed computer programs do not define any structural and functional 
interrelationships between the computer program and other claimed elements of a 
computer which permit the computer program's functionality to be realized. In contrast, 
a claimed computer-readable medium encoded with a computer program is a computer 
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element which defines structural and functional interrelationships between the computer 
program and the rest of the computer which permit the computer program's functionality 
to be realized, and is thus statutory. Accordingly, it is important to distinguish claims that 
define descriptive material per se from claims that define statutory inventions. 

Computer programs are often recited as part of a claim. Office personnel should 
determine whether the computer program is being claimed as part of an othenwise 
statutory manufacture or machine. In such a case, the claim remains statutory 
irrespective of the fact that a computer program is included in the claim. The same 
result occurs when a computer program is used in a computerized process where the 
computer executes the instructions set forth in the computer program. Only when the 
claimed invention taken as a whole is directed to a mere program listing, i.e., to only its 
description or expression, is it descriptive material per se and hence nonstatutory. 

Since a computer program is merely a set of instructions capable of being 
executed by a computer, the computer program itself is not a process and Office 
personnel should treat a claim for a computer program, without the computer-readable 
medium needed to realize the computer program's functionality, as nonstatutory 
functional descriptive material. 

When a computer program is claimed in a process where the computer is 
executing the computer program's instructions. Office personnel should treat the claim 
as a process claim. See paragraph IV.B.2(b). When a computer program is recited in 
conjunction with a physical structure, such as a computer memory. Office personnel 
should treat the claim as a product claim. See paragraph IV.B.2(a). 
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In contrast, a claimed computer-readable medium encoded with data structure 
defines structural interrelationships between the data structure and the computer 
software and hardware components which permits the data structure 's functionality to 
be realized, and is thus statutory (MPEP 2106.IV.B.1(a)). 

3. Claims 13, 14, 17, and 19 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 13, lines 12-14 "a flag indicating whether use is eliminated of every image 
previously stored in the image storage means" is vague and indefinite as to exactly what 
the flag indicates. 

Claims 17 and 19 have the same problem. 

Claim 14 depends from an indefinite antecedent claim. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 13-20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Wiegand "Text of Final Committee Draft of Joint Video Specification". 

As for claim 13, Wiegand teaches a video encoding apparatus comprising: input 
means for effecting input of an image as a target for encoding (3.29); encoding means 
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for encoding the image to generate encoded data (3.31); image storage means for 
storing an image regenerated after encoded by tlie encoding means (8.3.6.5); and 
buffer management means for managing every image stored in tlie image storage 
means (8.3.6.5), wlierein, on the occasion of encoding an image encoded without 
reference to any other image, the buffer management means outputs along with the 
encoded data, a flag indicating whether use is eliminated of every image previously 
stored in the image storage means (8.3.6.5; 8.3.6.7.1; and 8.3.6.7.6). 

As to claim 14, Wiegand teaches that the encoding means implements backward 
interframe prediction from a temporally subsequent frame, and wherein, on the occasion 
of encoding the image encoded without reference to any other image, the buffer 
management means deletes a decoded image of every temporally subsequent frame 
previously stored in the image storage means (8.3.6.5; 8.3.6.7.1; and 8.3.6.7.6). 

As to claim 15, Wiegand teaches a video decoding apparatus comprising: input 
means for effecting input of image data containing encoded data of an encoded image, 
and an image output instruction flag added to the encoded data (3.26 and 3.36); 
decoding means for decoding the encoded data to generate a regenerated image 
(3.27); image storage means for storing the regenerated image (8.3.6.5); and image 
buffer management means for managing every regenerated stored in the image storage 
means (8.3.6.5), wherein the buffer management means deletes every image stored in 
the image storage means, in accordance with the image output instruction flag 
corresponding to an image encoded without reference to any image stored in the image 
storage means (8.3.6.5; 8.3.6.7.1; and 8.3.6.7.6). 
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As to claim 16, Wiegand teaches that the image output instruction flag is "0," use 
is eliminated of every reference image in a buffer, and where the flag is "I," every 
reference image and every output queueing image in the buffer are deleted (8.3.6.7.6). 

As to claim 17, Wiegand teaches a video encoding method comprising: an input 
step wherein a video encoding apparatus effects input of an image as a target for 
encoding (3.29); an encoding step wherein the video encoding apparatus encodes the 
image to generate encoded data (3.31); an image storage step wherein the video 
encoding apparatus stores an image regenerated after encoded in the encoding step, 
into image storage means (8.3.6.5); and a buffer management step wherein the video 
encoding apparatus manages every image stored in the image storage means (8.3.6.5), 
wherein in the buffer management step, on the occasion of encoding an image encoded 
without reference to any other image, the video encoding apparatus outputs along with 
the encoded data, a flag indicating whether use is eliminated of every image previously 
stored in the image storage means (8.3.6.5; 8.3.6.7.1; and 8.3.6.7.6). 

As to claim 18, Wiegand teaches a video decoding method comprising: an 
input step wherein a video decoding apparatus effects input of image data containing 
encoded data of an encoded image, and an image output instruction flag added to the 
encoded data (3.26; 3.33; and 3.36); a decoding step wherein the video decoding 
apparatus decodes the encoded data to generate a regenerated image (3.27); an image 
storage step wherein the video decoding apparatus stores the regenerated image into 
image storage means (8.3.6.5); and a buffer management step wherein the video 
decoding apparatus manages every regenerated image stored in the image storage 
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means (8.3.6.5), wherein in the buffer management step, the video decoding apparatus 
deletes every image stored in the image storage means, in accordance WAh the image 
output instruction flag corresponding to an image encoded without reference to any 
image stored in the image storage means (8.3.6.5; 8.3.6.7.1; and 8.3.6.7.6). 

As to claim 19, Wiegand teaches a video encoding program for letting a video 
encoding apparatus substantialize: a function of effecting input of an image as a target 
for encoding (3.29); a function of encoding the image to generate encoded data (3.31); 
a function of storing an image regenerated after encoded, into image storage means 
(8.3.6.5); a function of managing every image stored in the Image storage means 
(8.3.6.5); and a function of outputting along with the encoded data, a flag indicating 
whether use is eliminated of every image previously stored in the image storage means, 
on the occasion of encoding an image encoded without reference to any other image 
(8.3.6.5; 8.3.6.7.1; and 8.3.6.7.6). 

As to claim 20, Wiegand teaches a video decoding program for letting a video 
apparatus substantialize: a function of effecting input of image data containing encoded 
data of an encoded image, and an image output instruction flag added to the encoded 
data (3.26 and 3.36); a function of decoding the encoded data to generate a 
regenerated image (3.27); a function of storing the regenerated image into image 
storage means (8.3.6.5); a function of managing every generated image stored in the 
image storage means (8.3.6.5); and a function of deleting every image stored in the 
image storage means, in accordance with the image output instruction flag 
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corresponding to an image encoded without reference to any image stored in the image 
storage means (8.3.6.5; 8.3.6.7.1; and 8.3.6.7.6). 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Setoguchi et al is cited. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yon Couso whose telephone number is (571) 272-7448. 
The examiner can normally be reached on Monday through Friday from 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eileen Lillis, can be reached on (571) 272-6928. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://palr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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